REMARKS 

The Office Action dated January 31 , 2006 has been carefully reviewed. 
Claims 12-27 are pending in this patent application. Reconsideration of this 
application is respectfully requested. 



First 35 U.S.C. § 102 Rejection 

Claims 12-27 were rejected under 35 U.S.C. § 102 as being anticipated by 
Bethke (U.S. Patent No. 3,768,918). Reconsideration of claims 12-27 is 
respectfully requested. 



Discussion Regarding Patentability of Claim 12 

In an attempt to identify where Bethke discloses the limitations of claim 12, 
the following was stated in the January 31 , 2006 Office Action as page 2, lines 
12-16: 

The device of Bethke, Tsui ('552), or Tsui ('570) reads on the structural 
limitations of the claims including a base (12 or 36 or 67, respectively), a guide 
(11,14 and 15; or 36; or 64 and 68 respectively), an internally threaded member 
(fig. 1 or fig. 3 or fig. 7, respectively), an annular flange (fig. 1 or fig. 3 or fig. 7, 
respectively) and a pair of finger contact members (43 and 44 of Tsui et al '570). 
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Thus, it appears that the Examiner is equating the following claim 
elements of claim 12 with the following components of Bethke: 



Claim Elements of Claim 12 


Bethke Teachings 


a base having a bottom surface and 
defining an internally threaded opening through 
which a bit of the hand-held power tool may be 
advanced, said base further having a ledge 
located within said internally threaded opening 


Lock ring 12 


a guide at least partially positioned within 
said internally threaded opening, said guide 
having (i) a first portion defining a first central 
passage that is aligned with said internally 
threaded opening, and including a lower end 
portion extending vertically below said bottom 
surface of said base, and (ii) a second portion 
extending from an upper end portion of said 
first portion and positioned in contact with said 
ledge of said base 


Bushing 11, or 
Unidentified Component 36 


an externally threaded member meshingly 
engaged with said internally threaded opening 
of said base and positioned in contact with said 
second portion of said guide, said externally 
threaded member defining a second central 
passage that is aligned with said internally 
threaded opening 


Unidentified Component shown in Fig. 1 



Numerous distinctions exist between the Bethke device and the guide 
assembly defined by Applicants' claim 12. For instance, the Examiner generally 
points to Bethke's Fig. 1 to identify a component that purportedly meets the 
claimed externally threaded member. The only externally threaded member 
shown in Bethke's Fig. 1 is the bushing 11 possessing threads 15. However, the 
Examiner is already using this component as purportedly meeting the claimed 
guide. Since no other component in Bethke's Fig. 1 is externally threaded, 
Bethke lacks this feature. Thus, Bethke does not disclose the claimed externally 
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threaded member possessing all the characteristics recited in Applicants' claim 
12. 

It is axiomatic that anticipation of a claim under 35 U.S.C. § 102 is proper 
only if the prior art reference discloses each and every element of the claim. 
Since Bethke does not disclose each and every element of Applicants' claim 12, 
Bethke does not anticipate Applicants 1 claim 12. 

Moreover, the Examiner appears to alternatively allege that an unidentified 
component 36 meets the claimed guide. However, Applicants are not able to 
locate a component 36 in the Bethke reference. If the above rejection of claim 12 
is maintained after considering the above remarks, Applicants respectfully 
request that the Examiner specifically identify (e.g. by column and line number) 
where all of the limitations of claim 12 are found in Bethke. For example, where 
in Bethke is there a teaching of the claimed externally threaded member, and the 
claimed ledge located within said internally threaded opening of the base. The 
current Office Action lacks this information. 

Discussion Re: Patentability of Claims 13-17 

Each of claims 13-17 depends directly or indirectly from claim 12. As a 
result, each of claims 13-17 is allowable over Bethke for, at least, the reasons 
hereinbefore discussed with regard to claim 12. 



Discussion Re: Patentability of Claim 18 

The discussion relating to the patentability of independent claim 12 is 
relevant to the patentability of independent claim 18. As a result, claim 18 is 
allowable over Bethke. 

Discussion Re: Patentability of Claims 19-21 

Each of claims 19-21 depends directly from claim 18. As a result, each of 
claims 19-21 is allowable over Bethke for, at least, the reasons hereinbefore 
discussed with regard to claim 18. 

Discussion Re: Patentability of Claim 22 

The discussion relating to the patentability of independent claim 12 is 
relevant to the patentability of independent claim 22. As a result, claim 22 is 
allowable over Bethke. 

Discussion Re: Patentability of Claims 23- 27 

Each of claims 23- 27 depends directly or indirectly from claim 22. As a 
result, each of claims 23- 27 is allowable over Bethke for, at least, the reasons 
hereinbefore discussed with regard to claim 22. 



Second 35 U.S.C. § 102 Rejection 

Claims 12-27 were rejected under 35 U.S.C. § 102 as being anticipated by 
Tsui (U.S. Patent No. 5,746,552). Reconsideration of claims 12-27 is respectfully 
requested. 



Discussion Regarding Patentability of Claim 12 

In an attempt to identify where Tsui '552 discloses the limitations of claim 
12, the following was stated in the January 31 , 2006 Office Action as page 2, 
lines 12-16: 

The device of Bethke, Tsui ('552), or Tsui ('570) reads on the structural 
limitations of the claims including a base (12 or 36 or 67, respectively), a guide 
(11,14 and 15; or 36; or 64 and 68 respectively), an internally threaded member 
(fig. 1 or fig. 3 or fig. 7, respectively), an annular flange (fig. 1 or fig. 3 or fig. 7, 
respectively) and a pair of finger contact members (43 and 44 of Tsui et al '570). 



Thus, it appears that the Examiner is equating the following claim 
elements of claim 12 with the following components of Tsui '552: 



Claim Elements of Claim 12 


Tsui '552 Teachings 


a base having a bottom surface and 
defining an internally threaded opening through 
which a bit of the hand-held power tool may be 
advanced, said base further having a ledge 
located within said internally threaded opening 


Mounting bushing 30 having cylindrical external 
surface 36 


a guide at least partially positioned within 
said internally threaded opening, said guide 
having (i) a first portion defining a first central 
passage that is aligned with said internally 
threaded opening, and including a lower end 
portion extending vertically below said bottom 
surface of said base, and (ii) a second portion 
extending from an upper end portion of said 
first portion and positioned in contact with said 
ledge of said base 


Drill bushing body 12 having central tool 
receiving bore 14, or 

Driver abutment 64 
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an externally threaded member meshingly 
engaged with said internally threaded opening 
of said base and positioned in contact with said 
second portion of said guide, said externally 
threaded member defining a second central 
passage that is aligned with said internally 
threaded opening 



Unidentified Component shown in Fig. 3 



There are several significant distinctions between the Tsui '552 device and 
the guide assembly defined by Applicants' claim 12. For instance, the Examiner 
points generally to Fig. 3 of Tsui '552 to identify a component that purportedly 
meets the claimed externally threaded member. The only externally threaded 
members shown in Fig. 3 of Tsui '552 is the drill bushing body 12 (see also Fig. 
1), the mounting bushing 30, and the driver attachment 64. The Examiner is 
already using the drill bushing body 12 (having the central tool receiving bore 14) 
to purportedly meet the claimed guide, and the mounting bushing 30 (having the 
cylindrical external surface 36) to purportedly meet the claimed base. And the 
remaining externally threaded member, namely the driver attachment 64, is 
spaced apart from the mounting bushing 30 (having the cylindrical external 
surface 30). Thus, the externally threaded driver attachment 64 is not "meshingly 
engaged" with the internally threaded mounting bushing 30 as required by 
Applicants' claim 12. 

It is axiomatic that anticipation of a claim under 35 U.S.C. § 102 is proper 
only if the prior art reference discloses each and every element of the claim. 
Since Tsui '552 does not disclose each and every element of Applicants' claim 
12, Tsui '552 does not anticipate Applicants' claim 12. 
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Alternatively, the Examiner appears to allege that the driver abutment 64 
meets the claimed guide. However, since the driver abutment 64 is spaced apart 
from the mounting bushing 30 having the cylindrical external surface 36 (equated 
with the claimed base) as shown in Fig. 6 of Tsui '552, the driver abutment 
cannot be at least partially positioned within said externally threaded opening of 
said base as required by Applicants' claim 12. Thus, this alternative application 
of Tsui '552 is defective. 

Discussion Re: Patentability of Claims 13-17 

Each of claims 13-17 depends directly or indirectly from claim 12. As a 
result, each of claims 13-17 is allowable over Tsui '552 for, at least, the reasons 
hereinbefore discussed with regard to claim 12. 

Discussion Re: Patentability of Claim 18 

The discussion relating to the patentability of independent claim 12 is 
relevant to the patentability of independent claim 18. As a result, claim 18 is 
allowable over Tsui '552. 

Discussion Re: Patentability of Claims 19-21 

Each of claims 19-21 depends directly from claim 18. As a result, each of 
claims 19-21 is allowable over Tsui '552 for, at least, the reasons hereinbefore 
discussed with regard to claim 18. 



Discussion Re: Patentability of Claim 22 

The discussion relating to the patentability of independent claim 12 is 
relevant to the patentability of independent claim 22. As a result, claim 22 is 
allowable over Tsui '552. 

Discussion Re: Patentability of Claims 23- 27 

Each of claims 23- 27 depends directly or indirectly from claim 22. As a 
result, each of claims 23- 27 is allowable over Tsui '552 for, at least, the reasons 
hereinbefore discussed with regard to claim 22. 

Third 35 U.S.C. § 102 Rejection 

Claims 12-27 were rejected under 35 U.S.C. § 102 as being anticipated by 
Tsui (U.S. Patent No. 4,770,570). Reconsideration of claims 12-27 is respectfully 
requested. 

Discussion Regarding Patentability of Claim 12 

In an attempt to identify where Tsui '570 discloses the limitations of claim 
12, the following was stated in the January 31 , 2006 Office Action as page 2, 
lines 12-16: 

The device of Bethke, Tsui ('552), or Tsui ('570) reads on the structural 
limitations of the claims including a base (12 or 36 or 67, respectively), a guide 
(11,14 and 15; or 36; or 64 and 68 respectively), an internally threaded member 
(fig. 1 or fig. 3 or fig. 7, respectively), an annular flange (fig. 1 or fig. 3 or fig. 7, 
respectively) and a pair of finger contact members (43 and 44 of Tsui et al '570). 



Thus, it appears that the Examiner is equating the following claim 
elements of claim 12 with the following components of Tsui '570: 



Claim Elements of Claim 12 


Tsui '570 Teachings 


a base having a bottom surface and 
defining an internally threaded opening through 
which a bit of the hand-held power tool may be 
advanced, said base further having a ledge 
located within said internally threaded opening 


Relative flat nut 67 having internal threads as 
shown in Figs. 7 and 8 


a guide at least partially positioned within 
said internally threaded opening, said guide 
having (i) a first portion defining a first central 
passage that is aligned with said internally 
threaded opening, and including a lower end 
portion extending vertically below said bottom 
surface of said base, and (ii) a second portion 
extending from an upper end portion of said 
first portion and positioned in contact with said 
ledge of said base 


Portable coolant directing assembly 15 that 
includes coolant sleeve 26, or 

Component having flange 68 and exterior 
threads 64 


an externally threaded member meshingly 
engaged with said internally threaded opening 
of said base and positioned in contact with said 
second portion of said guide, said externally 
threaded member defining a second central 
passage that is aligned with said internally 
threaded opening 


Unidentified Component shown in Fig. 7 



Much distinction exists between the Tsui '570 device and the guide 
assembly defined by Applicants' claim 12. For example, the Examiner points 
generally to Fig. 7 of Tsui '570 to identify a component that purportedly meets the 
claimed externally threaded member. The only externally threaded member 
shown in Fig. 7 of Tsui '570 is the component having flange 68 and external 
threads 64. However, the Examiner is already using this component of Figs. 7 
and 8 as purportedly meeting the claimed guide. (Note the Figs. 7 and 8 show a 
second embodiment - see Tsui '570 at column 2, lines 40-43.) Since Figs. 7 and 
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8 show no other component that is externally threaded, Tsui '570 does not 
disclose this feature. Thus, Tsui '570 does not disclose the claimed externally 
threaded member possessing all the characteristics recited in Applicants' claim 
12. 

If, on the other hand, the Examiner is equating portable coolant directing 
assembly 15 that includes coolant sleeve 26 of Fig. 1 of Tsui '570 with the 
claimed guide, then the examiner has not identified the elements in Tsui '570 that 
meet the claimed externally threaded member and the claimed base. Indeed, 
both the relative flat nut 67 having internal threads and the component having 
flange 68 and exterior threads 64 both shown in Figs. 7 and 8 of Tsui '570 do not 
appear to be part of the first embodiment of Tsui '570. (See component 1 6 of 
Fig. 1 of Tsui '570 which appears to be a substitute for component 60 of Fig. 8 of 
Tsui '570.) 

It is axiomatic that anticipation of a claim under 35 U.S.C. § 102 is proper 
only if the prior art reference discloses each and every element of the claim. 
Since Tsui '570 does not disclose each and every element of Applicants' claim 
12, Tsui '570 does not anticipate Applicants' claim 12. 

Discussion Re: Patentability of Claims 13-17 

Each of claims 13-17 depends directly or indirectly from claim 12. As a 
result, each of claims 13-17 is allowable over Tsui '570 for, at least, the reasons 
hereinbefore discussed with regard to claim 12. 
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Discussion Re: Patentability of Claim 18 

The discussion relating to the patentability of independent claim 12 is 
relevant to the patentability of independent claim 18. As a result, claim 18 is 
allowable over Tsui '570. 

Discussion Re: Patentability of Claims 19-21 

Each of claims 19-21 depends directly from claim 18. As a result, each of 
claims 19-21 is allowable over Tsui '570 for, at least, the reasons hereinbefore 
discussed with regard to claim 18. 

Discussion Re: Patentability of Claim 22 

The discussion relating to the patentability of independent claim 12 is 
relevant to the patentability of independent claim 22. As a result, claim 22 is 
allowable over Tsui '570. 

Discussion Re: Patentability of Claims 23- 27 

Each of claims 23- 27 depends directly or indirectly from claim 22. As a 
result, each of claims 23- 27 is allowable over Tsui '570 for, at least, the reasons 
hereinbefore discussed with regard to claim 22. 
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Conclusion 

In view of the foregoing remarks, it is submitted that this application is 
condition for allowance. Action to that end is hereby solicited. 
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